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Attachment(5) 

1) □ Notice of References Cited (PTO-892) 

2) CD Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) Q Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) n Interview Summary (PTO-413) 

Paper No(s)/Mail Date. , 

5) n Notice of Infonmal Patent Application (PTO-1 52) 

6) □ Other: . 



U.S. Patent and Trademark OfTice 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20051128 



Application/Control Number: 09/964,563 Page 2 

Art Unit: 3621 

DETAILED ACTION 

Status 

Claims 1-16 remain pending. 

Applicant's request for reconsideration of the finality of the rejection of the last Office 
action is persuasive and, therefore, the finality of that action is withdrawn. 



Response to Arguments 

The Applicants arguments filed on March 30, 2006 have been fiiUy considered. 

The Applicant states that the claims of the present invention are directed towards a 
different purpose and are not obvious in view of the prior art. 

Examiner responds that as per Ex parte Clapp, 227 USPQ 972 (Bd Pat App & Int) "To 
support conclusion that claimed combination is directed to obvious subject matter, the references 
must either expressly or impliedly suggest claimed combination or the examiner must present a 
convincing line of reasoning as to why artisan would have found claimed invention to have been 
obvious in Ught of the references teachings.", the Examiner states the reference deals with the 
generalized problem of dispute resolution and therefore would be obvious to a person of 
ordinary skill in the art. 

The applicant states that the prior art references does not teach the claimed feature of "a 
bid price of a competitor" 

The Examiner responds that Burchetta discloses a successive series of demands and 
offers, the negotiation ending when preestablished parameters are met, the examiner contends 
that multiple offers are analogous to "bid price of a competitor". 

See following rejection. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 1, 4, 12, 13 and 17 are rejected imder 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
appUcant regards as the invention. 
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Claim 1, 4, 12, 13 and 17 recites the limitations " abstract mediating request" this 
claimed feature imposes no further limitation upon the claim since the term "abstract mediating 
request" is arbitrary. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the subject matter as a whole would have 
been obvious at the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 

Claims 1-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sloo (US 
Patent 5,895,450) in view of Burchetta et al. (US Patent 6,330,551) and Further in view 
of Reese (US Patent 6,236,980). 

As per claim 1, 

Sloo ('450) discloses a mediation negotiating method for mediating a negotiation 
between a requestor and responders by using a electronic network, comprising: 

Formimg a negotiation field, inputs said requesting conditions, and notifying via the 
network the requesting conditions to the responders selected in accordance with said requesting 
conditions;(Column 7, lines 66-67; column 8 lines 1-4 - Establishing a settlement, conditions of 
acceptance.) 

a negotiation responding step which receives response information from the responders 
who participate in said negotiation field and notifies said requestor and the other responders of 
the received response information.(Column 8, lines 33-58; figure 7 - steps 718-724) 

wherein the formation of the requesting conditions comprises analyzing an abstract 
mediation request from the requester to form said plurality of conditional items; and said 
plurality of conditional items includes conditional items formed from an inquiry to the requester, 
conditional items automatically formed from requester information, and conditional items 
calculated from value of already established request conditional items, (column 4, lines 61-67. ) 

a request forming step which forms requesting conditions including a plurality of 
conditional items (column 4, lines 61-67 ) 

Sloo ('450) does not explicitly disclose "priorities have been allocated to request contents 
in response to a mediating request of said requestor", Burchetta et al. ('551) discloses " priorities 
have been allocated to request contents in response to a mediating request of said 
requestor".(Column 2, lines 3-13; Figure 2 - label 24, entering and comparing demands). It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
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made to combine the Sloo ('450) method with the Burchetta et al. ('551) method in order in 
order to improve the percentage of negations that are settled. 

Sloo ('450) does not explicitly disclose "arranged in accordance with the priorities of said 
request contents", Reese ('980) discloses "arranged in accordance with the priorities of said 
request contents". (Figures 6 [item 156 ranking by stars ] and 16 [356 ranking indicator] ). It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to combine the Sloo ('450) method with the Reese ('980) method in order in order to 
improve the percentage of negations that are settled. 

Sloo ('450) discloses the claimed invention except for "plurality of conditional items It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to use a plurality of conditional items, since it has been held that mere duplication of the 
essential working parts of a device involves only routine skill in the art. St Regis Paper Co. v. 
Bemis Co., 193 USPQ 8. 

Claims 3, 12 and 13 are in parallel with claim 1 and are rejected for at least the same 
reasons. 

As per claim 2, 

Sloo ('450) discloses a method according to claim 1 

wherein in said request forming priorities are allocated to request articles or the request 
contents such as service, price, term of delivery, and the like, thereby forming the requesting 
conditions with said priorities as said requesting conditions. (Column 7, hnes 66-67; column 8 
lines 1-4; figure 3) 

As per claim 4 

Sloo ('450) discloses a method according to claim 1 

Sloo ('450) does not explicitly disclose "an abstract mediating request from the requestor 
is analyzed and one or a plurality of requesting conditions are formed", Burchetta et al. ('551) 
discloses " an abstract mediating request from the requestor is analyzed and one or a plurality of 
requesting conditions are formed". (Column 7, lines 26-46). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to combine the Sloo ('450) 
method with the Burchetta et al. ('551) method in order in order to improve the percentage of 
negations that are settled. 

As per claim 5, 

Sloo ('450) discloses a method according to claim 1 

Sloo ('450) does not explicitly disclose " the request contents including the priorities in 
the requesting conditions inputted into said negotiation field are changed and inputted again", 
Burchetta et al. ('551) discloses " the request contents including the priorities in the requesting 
conditions inputted into said negotiation field are changed and inputted again".(Figure 3). It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to combine the Sloo ('450) method with the Burchetta et al. ('551) method in order in 
order to improve the percentage of negations that are settled. 
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As per claim 6, 

Sloo ('450) discloses a method according to claim 1 

Wherein in said negotiation requesting step, if there are a plurality of requesting 
conditions, the responder is selected under a condition that he corresponds to at least one of said 
plurality of requesting conditions, and the negotiation field between said requestor is 
formed.(Colimm 8, lines 5-19) 

As per claim 7, 

Sloo ('450) discloses a method according to claim 1 

Wherein In said negotiation requesting step, a negotiation term is set into said negotiation 
field and the requesting conditions are inputted,(Figure 3) and in said negotiation responding 
step, the end of the negotiation is discriminated and the negotiation field is closed.(Figure 7) 

As per claim 8, 

Sloo ('450) discloses a method according to claim 7 

wherein in said negotiation responding step, the negotiation field is closed by a 
negotiation decision instruction of said requestor or an expiration of the negotiation 
term.(Column 8, lines 44-58) 

As per claim 9, 

Sloo ('450) discloses a method according to claim 7 

Sloo ('450) does not explicitly disclose "the negotiation term is extended on the basis of 
an instruction firom the requestor", Burchetta et al. ('551) discloses "the negotiation term is 
extended on the basis of an instruction from the requestor". (Column 8, lines 40-52). It would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
combine the Sloo ('450) method with the Burchetta et al. ('551) method in order in order to 
improve the percentage of negations that are settled. 

As per claim 10, 

Sloo ('450) discloses a method according to claim 7 

Sloo ('450) does not explicitly disclose "when conditions which negotiation responding 
step, have been preset are satisfied upon expiration of the negotiation term, the negotiation term 
is automatically extended", Burchetta et al. (*551) discloses "when conditions which negotiation 
responding step, have been preset are satisfied upon expiration of the negotiation term, the 
negotiation term is automatically extended". (Column 8, lines 40-52). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to combine the 
Sloo ('450) method v^th the Burchetta et al. ('551) method in order in order to unprove the 
percentage of negations that are settled. 

As per claim 11, 

Sloo ('450) discloses a method according to claim 10 

Sloo ('450) does not explicitly disclose "when there is no response information or the 
number of response information does not reach a predetermined threshold value upon expiration 
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of the negotiation term, the negotiation term is automatically extended", Burchetta et al. ('551) 
discloses "when there is no response information or the number of response information does not 
reach a predetermined threshold value upon expiration of the negotiation term, the negotiation 
term is automatically extended".(Column 8, lines 40-52). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to combine the Sloo ('450) 
method with the Burchetta et al. ('551) method in order in order to improve the percentage of 
negations that are settled. 

As per claim 14, 

Sloo ('450) discloses a negotiation responding method comprising: 

a receiving step which receives request information inputted into a negotiation field 
formed on a network ;(Colunin 7, lines 66-67; column 8 lines 1-4; figure 3) 

Sloo ('450) does not explicitly disclose "a negotiation responding step which prepares an 
initial value, a pitch value, and a lowest value with respect to a bid price, first inputting response 
information in which the initial value has been set to said bid price, in the case where another 
response information of a cheap bid price is recognized in said negotiation field, again inputs 
response information in which the bid price has sequentially been corrected on a unit basis of 
said pitch value, and in the case where a bid price of a competitor is lower than said lowest 
value, stops the input of the response information and breaks off the negotiation.", Burchetta et 
al. C551) discloses "a negotiation responding step which prepares an initial value, a pitch value, 
and a lowest value with respect to a bid price, first inputs response information in which the 
initial value has been set to said bid price, in the case where another response information of a 
cheap bid price is recognized in said negotiation field, again inputs response information in 
which the bid price has sequentially been corrected on a unit basis of said pitch value, and in the 
case where a bid price of a competitor is lower than said lowest value, stops the input of the 
response information and breaks off the negotiation.".(Column 4, lines 48-67). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made to 
combine the Sloo ('450) method with the Burchetta et al. C551) method in order in order to 
improve the percentage of negations that are settled. 

Sloo ('450) does not explicitly disclose "receiving via the network, response information 
fi-om responders arranged in accordance with the priorities of the request contents inputted into 
the negotiation field", Reese ('980) discloses "receiving via the network, response information 
fi-om responders arranged in accordance with the priorities of the request contents inputted into 
the negotiation field", (Figures 6 and 16). It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to combine the Sloo ('450) method with the 
Reese ('980) method in order in order to improve the percentage of negations that are settled. 

Claims 15 and 16 are in parallel with claim 14 and are rejected for at least the same 
reasons. 
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Conclusion 

Examiners note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims above for the convenience of the appHcant. Although the 
specified citations are representative of the teachings of the art and are applied to the specific 
Umitations within the individual claim, other passages and figures may apply as well. It is 
respectfully requested from the applicant in preparing responses, to fully consider the references 
in entirety as potentially teaching all or part of the claimed invention, as well as the context of 
the passage as taught by the prior art or disclosed by the examiner. 

Any inquiry of a general nature or relating to the status of this application or conceming 
this communication or earlier communications from the examiner should be directed to John 
Winter whose telephone number is (571) 272-6713. The Examiner can normally be reached on 
Monday-Friday, 9:30am-5:00pm. If attempts to reach the examiner by telephone are 
unsuccessful, the Examiner's supervisor, James Trammell can be reached at (571) 272-6712. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://portaLuspto. gov/extemal/portal/pair . Should you have questions on access to 
the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 

Washington, D.C. 20231 

or faxed to: 

(703) 305-7687 [Official communications; including After Final communications labeled 
"Box AF"] 

(703) 308-1396 [Informal/Draft communications, labeled TROPOSED" or "DRAFT"] 

Hand delivered responses should be brought to the E5camm6i^m the Knox Building, 50 
Dulany St. Alexandria, VA. f \ 



JMW 

November 28, 2005 



